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Foreword 

It’s fairly typical, I think, for a busy practitioner to take a quick look back as the 

welter of issues, problems, clients, and projects whizzes by. The thought is 

reflexive: “Wow, this (deal, case, legal field) is important, something new; or, 

this (deal, case, etc.) would have been different back in the day.” But the harsh 

edge of the lawyer’s life is this: in a business where you literally sell your time, 

you often have precious little to yourself. And so the passing intention to take 

a look back glides by, lost in the oncoming rush of whatever your clients cook 

up next. 

Well, much to my delight and benefit (and yours too), Tom Hemnes decided 

to take the road less traveled. He has committed a valuable act of follow-

through and retrospective: this book. What many professionals think they 

might one day do, Tom has done. He got off the professional freeway often 

enough and long enough to slow down to the writer’s pace. He put the words 

down on paper about some of the issues he’s wondered over in the field of IP 

law these past forty years or so. And about law practice, its ways and means. 

And about a few other topics to which he has given thought and attention. 

I was a newly hatched law professor when I first met Tom Hemnes at an IP-

related event in Boston. Since that time, I’ve learned that if he is interested in 

something, and puts that interest to work with attention, what he has to say is 

something I want to hear. It started with copyright protection of software, 

which was, when we met (c. 1990), a hot topic in Boston, Silicon Valley, and 

any place that cared about the software industry. But I soon saw that Tom was 

interested not in just one issue, or even one field of law; he had an interest in 

all the areas of law his practice touched on, and a number of others besides. I 

came to realize that Tom was blessed with a nimble and inquiring mind, and 

he liked to think things through until he was satisfied. We had an affinity, 

because this is what I was being paid to do. 

You will see the imprint of this lively mind in the chapters that follow. They 

all hold interest, and are all worth a thorough read. You have to appreciate an 

author who guides you through a nuanced dissection of law firm paralegal 

economics and then glides into a discussion of John Rawls and Robert Nozick, 

whose philosophizing marked one of the twentieth century’s great substantive 

contributions to Harvard University’s Department of Philosophy. There are 

equally interesting discussions in this volume of feudal land tenure law, the 

intricacies of the merger, and idea/expression concepts in copyright law — 

and a host of other ideas and topics as well. 
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But Tom is a lawyer, and for me, the most appealing parts of this book are 

when he turns his wide-ranging analytic powers on the nature and operation 

of IP law. Put simply, I just enjoy watching Tom think about this intricate field. 

Take as one of many potential examples Tom’s explanation of the difference 

between a material object (a sculpture in his example) and an IP right 

covering the object: 

Copyright law declares that the sculptor has created not just a 

sculpture (achievement enough in itself!) but a “work,” which is a 

Platonic abstraction that is embodied in the sculpture as a “copy,” but 

exists independently of the particular sculpture, hovering, one might 

say, above and beyond it. (p. 294) 

This is not only philosophically grounded (hard to beat Plato); it is an 

excellent visual metaphor that reveals the presence of an experienced and 

thoughtful IP practitioner. Clients live mostly in the world of things, but IP 

lawyers are instead professional metaphysicians. They live in a world of 

expansible conceptual categories or sets, where material objects are just 

elements of the sets. Or candidate elements anyway. A good portion of the IP 

lawyer’s job is to argue that item X is, or is not, an element of the (IP 

protected) set. It helps to have a clear head when working as a professional 

metaphysician in this fashion, partly because all lawyers (or at least senior 

lawyers) are parttime educators. This kind of brief sketch of how the law will 

see the client’s case is absolutely essential. The clients may want to dive right 

into “what will it cost, and will we win?” but Instructor Hemnes knows from 

experience that the answer to the clients’ pressing questions will not make 

sense until he explains the risk factors and contingencies in the case. For 

these, he needs the client to understand the issues from the law’s point of 

view. The idea that an IP right “exists independently” of the material objects 

captures this. And the suggestion to see a penumbra of rights “above and 

beyond” the object — that’s inspired. It is an excellent visual metaphor that 

helps people begin to view the world in the slightly orthogonal manner of the 

IP specialist. I personally speak of IP rights and transactions as existing 

“behind” or “in the background of” the world of things, but “above and 

beyond” works just as well. 

Aside from the evident imprint of a master craftsperson, there are some 

other elements to this book that I found particularly distinctive. For myself, 

the most valuable part of the book is the middle chapters on private law 

topics. In Chapter 4, Author Tom speaks of “the plasticity of the common law,” 

a wonderful phrase that captures a facet of IP law often overlooked by the 

academy: the place of IP rights in a private law system. As Tom puts it, also in 

Chapter 4: 
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[T]he instinct of intellectual property law and lawyers . . . is to give the 

intellectual property rights holder the greatest possible freedom in 

constructing, subdividing, and exploiting the intellectual property rights. 

In other words, restraints on alienation and downstream restrictions on 

the use of chattels are anathema to the common law, but the norm in the 

context of intellectual property licensing. (p. 183) 

Trust a lawyer who has seen his share of deals to drive this point home. As 

much as every IP right issued by the government and backed by the courts 

embodies numerous policy tradeoffs, in the hands of a business person, it has 

an entirely different appearance. As Tom says, this can cause problems. While 

post-contracting restrictions can add value in a private deal, they may impose 

costs on third parties. And so, even in this bastion of private ordering, the public 

policy issues enfolded into every IP right may well show themselves again. 

But there is a bigger picture here. IP rights support and contribute to all 

kinds of business arrangements. The IP rights (and licenses) covered here in 

Chapter 4 may wind up in bankruptcy proceedings, but they started as 

leverage or strategic components in business deals of one kind or another. 

The “open source” contracts Tom describes in Chapter 3 (“Abracadabra”) 

represent clever private law solutions to a perceived excess of IP rights. And so 

on through the book. 

The problem with scholars who teach full time is they don’t see enough of 

the private deals that pervade this volume. So they miss the private law role of 

IP rights and focus only on the headline-grabbing policy issues emanating 

from IP: incentive and monopoly, public access versus private appropriation. 

In this manner, they are apt to miss an entire dimension of what makes IP 

rights important. Studying deals also makes something else clear: to business 

people, IP is an asset like any other. It can be bought, sold, mortgaged, 

pledged, and so on, in the same fashion as a truck or a piece of machinery. 

The private law perspective could thus add a touch of humility to the field as 

well. (And perhaps, he said coyly, this explains why it’s overlooked.) 

I will close with this same theme of humility. Tom reminds us to have faith in 

the versatility of lawyers and basic common law tools. It’s a faith not based on 

the need or even expectation that government will always get the issues right. 

The faith stems from the adaptability of business people, helped along by the 

kind of experienced and savvy legal advisor Tom represents. The flaming 

debates over the proper copyright doctrine for software user interfaces stand 

as a good example. To hear the oral arguments in the Lotus v. Borland case, 

some years ago now, or dip into the IP journals and law reports of the time, 

one would think a decision was at hand having a momentous potential 

impact. In the event, however, Tom reminds us that the issue is more or less a 
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dead letter today. Anyone today who hangs out a shingle saying “software 

interface IP lawyer” will have a dusty shingle before she has many clients. 

Between the ease of crafting an interface, usually out of widely shared public 

domain elements, and the consolidation of many parts of the industry (online 

platforms, enterprise databases, popular mobile apps, etc.), there is not much 

contestation over interfaces anymore. 

At the end of the day, this is good news. Maybe, as Tom hints, the high hopes 

and soaring aspirations of us “there at the beginning” of the digital era in IP 

were never fully realized. Maybe IP in the digital era was not really such an 

earth-shattering locus of policy. But on the other hand, this has conveniently 

limited the damage we have done as well. It will be for future economic 

historians to definitively survey the impact of IP policy on the dawn of the 

digital era. But even before that final verdict, Tom and his cohorts, including 

me, can say with some authority, “At least we didn’t kill it. Plenty of good 

software available today.” And maybe more important, to those who enjoy the 

metaphysical intricacy of the IP field, we can say, “we had fun at it too.” If you, 

like me, think this is worth something, read on. You’ll find an experienced 

voice that has traversed some fascinating mysteries of the law and elsewhere, 

and emerged with some wise and insightful thoughts. We should be grateful 

that Tom took the time to look backward and pull these thoughts together. I 

know I am. 

Robert Merges, UC Berkeley Law School 
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Introduction 

The original plan for this book was to collect in one place legal articles 

chronicling the dawn of the digital age. This was a period of time that began 

when the practice of law was so hide-bound that Oliver Wendell Holmes 

would have felt perfectly at home had he walked into Foley, Hoag & Eliot, the 

Boston law firm I joined in 1975. It was a comfortable old profession with 

partners, associates, personal secretaries, typewriters, and yellow pads. Legal 

advertising was considered champerty, and the very largest firms had perhaps 

200 lawyers. In only a few years, the legal profession had morphed into an 

industry boasting 2000-member profit-driven firms, secretaries replaced by 

voice recognition software, and personal injury lawyers whose blaring ads 

dominate daytime TV. And the law itself struggled to make legal sense of the 

digital technologies that drove this transformation — first video games, then 

computer software, social networking, big data, and finally, privacy. The 

collected articles chronicle and analyze these developments.  

During the collection process, it became obvious that the articles could be 

assembled around several interwoven themes. It also became obvious that 

some of what I had thought when the articles were written cried out for 

reconsideration — it might be said that I saw an opportunity to take 

advantage of the principle that hindsight is 20/20. This spawned the new 

essays introducing each thematic chapter and improved the work’s title from 

“Collected Articles” (boring!) to the more intriguing “How Law Works.”  

One of the largest and most enduring issues the articles address is the 

question of how legal reasoning works, and more specifically, the relationship 

between language and legal analysis. A lawyer’s tool is language, and the law is 

embodied in words. This suggests that something might be learned about how 

the law works from studies of how language — the stuff of which law is made 

— works. The philosophy of language, and in particular ordinary language 

philosophy, was a core discipline when I was an undergraduate and graduate 

student in philosophy. In law school, I was convinced that it had much to offer 

in understanding how law works. This led to the Note I wrote and published in 

the Harvard Law Review in 1974 that is the springboard for Chapter 2. It was 

also central to the discussion in Chapter 3 of the “idea/expression dichotomy” 

in copyright law that was central to considerations of the scope of copyright 

protection of computer software.  

The question of the relation between language and the law has become 

particularly relevant at a time when politicians want to appoint judges who 

are “strict constructionists” and believe — or purport to believe — that the 
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words in the Constitution or a statute supplant the exercise of judgment. Like 

today’s “strict constructionists,” as a law student, I believed that a minute 

examination of Constitutional language would avoid — or at least limit — the 

unfettered exercise of judicial judgment, which seemed rudderless to me, a 

25-year-old who was steeped in logical analysis. The second and third 

chapters raise the question of whether I was right about this. If not, then 

“strict construction” misapprehends the way language works — and, as a 

creature of language, the way law works. If not, then words provide a 

vocabulary in which one can express a conclusion; but they do not, without 

more, dictate the conclusion.  

Another recurring theme is the way lawyers work and the purposes served 

by the law and law firms. Chapter 1 considers the economic organization of 

business law firms, which changed dramatically in the decades covered by 

this book. It also touches on the use of legal practice to resolve disputes. 

Chapters 3 and 4 show how lawyers and judges used the legal tools at hand to 

create the legal and contractual environment in which the computer software 

industry prospered, and how lawyers’ zeal to protect their clients often 

overshot the mark from the standpoint of the software industry as a whole.  

Chapters 5 and 7 raise the question of whether intellectual property and its 

near cousin personal data can be considered property at all. That intellectual 

property, at least, should be protected as property, was comprehensively 

argued by Professor Merges in his landmark book Justifying Intellectual 

Property, but the fact that the question required such a book is telling. 

Although it has become a staple of modern commerce, fueling the enormous 

value of such companies as Google, Amazon, Facebook, Microsoft, Oracle, 

and Adobe, neither intellectual property nor data ever fit neatly into the 

traditional categories of property. They are not goods; they are not real estate. 

At one time, when computer software was stored on floppy disks and sold in 

boxes, one might have compared it with movies or books, in that it was an 

intangible property “fixed in a tangible medium of expression.” But even this 

anchor has slipped its hold, as software becomes “software as a service,” and 

most data is lodged in the “cloud.” Taking a security interest in software or the 

assets of a data-driven company begins to assume the difficulty one would 

have in taking a security interest in a law firm: the real value is in the 

programmers and the institution standing behind the service, or in the 

individuals using the service and donating their data to it, and they are not 

easily made subject to repossession and sale. And trademarks protect both the 

interest of their putative owners and also the interest of the public who relies 

on them. Intellectual property is, one might say, the platypus of property law: 

it has some, but not all, of the features of personal property and real estate, 

but it also can seem more like a service or a public good.  



Introduction   3 

 

I’ve presented this high-minded stuff in the context of a series of articles on 

some of the nuts and bolts of intellectual property law, especially as applied to 

computer software and personal data. I hope to deliver some big ideas in 

small, more easily digested packages. I also hope that some readers may find 

practical value in the nitty-gritty discussions, especially of mundane things, 

such as whether a license agreement can bind downstream purchasers, how 

to find a safe trademark, and how to make an indemnification clause realistic 

and workable.  

As I look back on these articles — many of them from a standpoint many 

decades later — I am struck by a sense of paradise lost. The story begins in 

1974, before cellphones, before personal computers, before there was word 

processing. I wrote the Note discussed in Chapter 2 on an Olympia portable 

manual typewriter, referencing a pile of hardbound books. The manuscript 

was then sent to the Review’s printer for typesetting. The printer returned long 

galleys with big margins in which the editors were expected to rip the draft to 

pieces and then write improvements using pencils and erasers and a set of 

proofreading symbols like the single loop for deletions and inverted “y” for 

insertions. This was the language of editing; we were proficient in it. The 

edited galleys were then sent back to the printer to typeset the edits and then 

sent back to us for more proofing and editing. The Review had been drafted 

and edited this way for as long as anyone could remember.  

This was all about to change. The digital age was just dawning, creating a 

very heady legal environment for those of us involved in intellectual property 

law. What had once been a backwater of legal practice — the place of patent 

engineers and others practicing areas of law that, with the occasional 

exception of copyright, were not even taught in the “major” law schools — was 

suddenly front and center in commercial life. Law firms, mine included, 

scrambled to build expertise and capture the lucrative business associated 

with intellectual property litigation and transactions. We thought we were 

building a brave new world in which international cooperation, technology, 

and digital access would transcend the national boundaries that had so 

poisoned the first half of the twentieth century. We believed that the 

resolution of issues like the scope of copyright in computer programs and the 

consistent international protection of intellectual property would be as 

critical to this new world’s health and success as the consolidation of the 

European Union following the collapse of the Soviet Union.  

The story since then has grown much darker. The promise of the digital age 

has given way to fears of loss of privacy, social disintegration, and corrosive 

political manipulation. Sadly, the same digital technologies that gave us such 

high hopes are now the source of our loss, much as the great technologies of 

the previous century — electricity, steam power, transportation — have 
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produced the nightmare of global warming. It has been for me, and for many 

in my generation, a disheartening decline from the hopes and dreams that 

many of us had shared.  

My editors and peer reviewers have expended some worry over the audience 

for this tome. Many wish that the book would have a single audience: law 

students, law professors, lowly laborers in the legal vineyard trying to figure out 

the best way to draft an indemnity clause. Any of these might find value in parts 

of the book, but I have failed utterly at the goal of distillation.  

My great hope is that there might be someone years, decades, or longer in 

the future, picking this dusty volume off the shelf in a library — if there are 

such things then — who might wonder what was going on in legal and social 

thought during that period of time when the digital world was spawned. The 

last is, I think, my most valued reader. Here is a record of what I, at least, was 

thinking about when the world moved from an industrial society to a new age 

when digital data overwhelmed all else. I fancy that I lived through a time of 

historic ephemera when the early Internet and early websites were lost to 

history, but when a new world of data, AI, social media, and disconnection 

through connection, were formed. If this volume can provide some small 

record of that time, it will have served a valuable purpose.  

I begin, though, with an article on legal practice and its evolution from the 

guild structure I joined as a young associate to today’s brutally capitalistic 

model.  
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